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In THE 


UNITED STATES COURT OF APPEALS 


For tHe Disrricr or Cotumsm Crecoir 
No. 13,763 


Hans C. Bicx, Appellant, 
vs. 


Rosert C. Watson, CoMMIsSSIONER OF Patents, Appellee. 


Appeal from the United States District Court 
for the District of Columbia 


BRIEF FOR APPELLANT 


JURISDICTIONAL STATEMENT 


This appeal is taken from an Order entered Jan. 18, 1957 
in the U. S. District Court for the District of Columbia 
granting defendant’s Motion to Dismiss (App. p. 7). 

The jurisdiction of this Court is found in 15 USC 1071, 
as amended, (Sec. 21, Trademark Act of 1946) which is 
based on 35 USC 145 and 146. 


STATEMENT OF THE CASE 


On April 15, 1952 the Patent Office issued Trademark 
Registration No. 557,776, and on April 8, 1952, Service 
mark Registration 557,443 to Appellant, both for the mark 
‘‘Nylonized,’’ and both on the Supplemental Register, 
Trademark Act of 1946. 
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Between July 15 and Sept. 11, 1946, three different com- 
panies, Scholler Bros. Inc., W. F. Fancourt Co. and Onyx 
Oil & Chemical Co., petitioned to cancel both registrations 
on the ground of descriptiveness and consolidated these 
into a single cancellation proceeding. The Commissioner of 
Patents held that both registrations should be cancelled 
because they are descriptive, therefore should not have 
been granted initially. The decision of the Commissioner 
is reported at 110 USPQ 431. 

Appellant filed a complaint in the District Court for the 
District of Columbia naming only the Commissioner of 
Patents as a defendant. Whereupon, the Commissioner of 
Patents filed a Motion to Dismiss, alleging that he was 
not a necessary party, which motion was granted. 


PROCEEDINGS BEFORE APPEAL 


Complaint for review of decision of Commissioner of 
Patents’ decision to cancel plaintiff’s two trademark regis- 
trations. 

Summons and U. S. Marshal’s Return and memorandum 
in support thereof. 

Motion to Dismiss and memorandum in support thereof 
filed by defendant. 

Opposition to Motion to Dismiss and memorandum in 
support thereof filed by plaintiff. 


Order granting Motion to Dismiss. 
Notice of Appeal. 


POINTS OF ARGUMENT 


1. The provision in Sec. 21 of the Lanham Act (15 USC 
1071) that the ‘‘Commissioner of Patents shall not be a 
necessary party to an inter-parties proceeding under 35 
USC 146”’ refers only to cases in the nature of an inter- 
ference between rival claimants of a trademark registra- 
tion involving a question of priority. 
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2. It does not apply to a cancellation proceeding wherein 
the sole issue is registrability of a trademark on statutory 
grounds. 


ARGUMENT 


Neither reason nor authority supports the contention 
that the only party against whom redress is sought by 
plaintiff-appellant, (namely the Commissioner of Patents 
for wrongfully cancelling plaintiff’s registered marks on 
the ground of descriptiveness), should not be a party to 
this suit. Indeed, the Commissioner of Patents is the only 
indispensable party. Cancellation petitioners are not in- 
dispensable, in fact, they are not even necessary parties 
since their interests, as members of the general public, are 
already represented by the Commissioner of Patents. There 
is no question of ‘‘priority’’ involved so the proceeding is 
not in the nature of an ‘‘interference’’ proceeding or ‘‘inter- 
parties’’ proceeding to determine ‘‘the question of pri- 
ority’’ or confusing similarity between marks of rival 
parties. In the latter instance, of course, the interfering 
parties on the question of priority, and not the Commis- 
sioner of Patents, are the real ‘‘parties in interest’’ and 
the only required parties in a subsequent appeal to this 
Court under the provisions of 15 USC 1071 (Section 21 of 
the Lanham Act) in view of the specific provisions and 
limitation of 35 USC 146 to which it refers. 

It should be especially noted that the title of 35 USC 146 is 
‘‘Civil action im case of interference’’ and applies, as the 
first sentence clearly indicates, to ‘‘Any party to an inter- 
ference dissatisfied with the decision of the board of patent 
interferences on the question of priority’’ (emphasis add- 
ed). Consequently, the sentence in 15 USC 1071 (Sec. 21, 
Lanham Act) stating that ‘‘The Commissioner of Patents 
shall not be a necessary party to an inter-parties proceed- 
ing under 35 United States Code, section 146*’’ does not 
apply, since the term ‘‘inter-parties’’ proceeding is used 
synonymously with an ‘‘interference** on the question of 
priority’’ to which section 146 is restricted. 
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It is significant that the corresponding provision con- 
cerning patents in 35 USC 146 is included in only section 
146, therefore clearly applies to only a ‘‘party to an inter- 
ference dissatisfied with the board of patent interferences 
on the question of priority.”’ 

The present action is not an ‘‘interference’’ involving 
a ‘‘question of priority,’’ nor is it in the nature of such 
action. Stated differently, it is not an ‘‘inter-parties pro- 
ceeding under 35 USC 146.”’ 

On the contrary, it is more akin to an appeal in a civil 
action to obtain a patent as set forth in 35 USC 145 since 
the only grievance plaintiff has is that the Commissioner 
cancelled his registrations on the ground that they are 
allegedly descriptive, that is, incapable of registration under 
the provisions of the Lanham Act. More specifically, the 
only issue involved in the present suit is whether or not 
appellant’s registered trademarks are ‘‘capable of distin- 
guishing’’ appellant’s ‘‘goods or services’’ as required by 
See. 23, Lanham Act for registration on the Supplemental 
Register. This is the only issue in the present case, there- 
fore the contest is restricted solely to plaintiff and the 
Commissioner, and the only relief sought is against the 
Commissioner for cancelling the registrations as failing to 
comply with Sec. 23 of the Lanham Act. How, then, can the 
Commissioner maintain that he should not be a party? 
Certainly bringing suit against cancellation petitioners, 
who are domiciled in different states, will not be fully de- 
terminative of whether the Commissioner should be re- 
strained from cancelling plaintiff’s marks—at least, not 
until the Commissioner is given an opportunity to be heard 
on his behalf as to the justification of his action. Indeed, 
it is his duty and responsibility to justify his act when 
cancelling a registration on solely statutory grounds. 

Prior to the 1946 Act, the Court of Appeals for the 
District of Columbia has repeatedly held that a successful 
opposer against an applicant’s registration of a trademark 
or a successful petitioner for cancellation of a trademark 
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registration is not an indispensable party and need not be 
made a party to a suit by applicant against the Commis- 
sioner of Patents. Barron-Gray Packing Co. v. Kingsland 
84 App D. C. 28; 171 F. 2d 576 (79 USPQ 100) and cited 
eases. Lanolin Plus Cosmetics Inc. v. Botany Mills Inc. 177 
F. 2d 757 (CA3-1949). 

The Court of Appeals, in the Barron-Gray case, quoted 
with approval the following remarks by Justice Miller in 
a previous case of this Court which are applicable to the 
case at bar: 


‘“‘The proceeding by bill in equity under Section 4915, 
R.S., is a part of the application for the patent, or for 
registration of the trademark. Accordingly, in the 
present case, appellant seeks relief which is properly 
sought under the provisions of Section 4915, R.S., Le., 
a decree authorizing and directing the Commissioner 
of Patents to register its trademark. Both the public 
interest and the necessities of the case require that the 
Commissioner be made a party when the issue to be 
determined is whether such relief shall be granted. The 
opposer could not act to carry out a decree granting 
such relief; and such relief should not be granted with- 
out opportunity for the Commissioner to present 
countervailing evidence; hence, the public interest can- 
not properly be served without the participation of the 
Commissioner.’’ (Italics supplied). (123 F. 2d at 66-7) 
(TSPQ at 250-251). 


The Court of Appeals, through Justice Clark, continues: 


‘<Since as has been noted, the Commissioner cannot be 
sued outside the District of Columbia without his con- 
sent, to hold that the opposer is an indispensable party 
is clearly to defeat the purpose of the statute.’’ 


The Court in the Lanolin Plus Cosmetics Inc. case supra, 
held that in an action to compel the registration of a trade- 
mark, the Commissioner of Patents is the only indispensable 
party defendant where he has refused to register, in an 
opposition proceeding, because he found that the trademark 
was merely descriptive of plaintiff’s goods and therefore 
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not registrable, and when he was not made a party in a 
subsequent suit, the action was properly dismissed. The 
Court distinguished an opposition proceeding wherein the 
opposer himself is a rival claimant to the registration, 
therefore an indispensable party, from an opposition pro- 
ceeding in which the Commissioner of Patents refused 
registration of the mark upon statutory grounds (descrip- 
tiveness) holding that in the latter case the Commissioner 
‘‘ig a necessary party and the only indispensable one.”’ 

Defendant cites, as authority, the single case of Chris 
Laganus Shoe Co. v. Watson, Commissioner of Patents 
et al. However, this case is not apposite since it relates 
to an opposition proceeding in the nature of ‘‘an inter- 
ference’’ involving a ‘‘question of priority’’ as provided 
in 35 USC 146. More specifically, in that case, Brown Shoe 
Co. Inc. successfully opposed appellant’s application for 
registration of the trademark ‘‘ Air Stride’’ on the ground 
that it was confusingly similar to Brown Shoe Company’s 
registered trademark ‘‘ Air Step.’’ The contest was in the 
nature of an ‘‘interference’’ proceeding since it involved 
a ‘question of priority’’ as to which of the parties was the 
first user of the mark as well as the question of confusing 
similarity between the two trademarks. 

A recent case, directly in point, which gives a very lucid 
and proper analysis of the nature of the present action is 
that of Gold Seal Co. v. Sawyer et al. District Court, Dis- 
trict of Columbia, decided July 3, 1952 by Judge Bastian 
106 F. Supp 494; 94 USPQ 58. Judge Bastian very clearly 
and aptly distinguishes an inter-parties proceeding in the 
nature of an ‘‘interference’’ and involving a ‘‘question of 
priority’’ from one in the nature of an ‘‘ex parte’’ pro- 
ceeding, as in the present case. Judge Bastian stated (p. 60) 
that in the former (interference), ‘‘the Commissioner sits 
as a judge or impartial hearer of the facts’’ on the question 
of priority, and that if one of the parties appeals to the 
Court from the decision of the Commissioner, the ‘‘ District 
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Judge replaces the Commissioner as the hearer of the 
facts.’’ Judge Bastian continues: 


‘‘The real adverse party to the registrant of the mark 
is then the opposer, because the Commissioner merely 
sits as a disinterested referee, assuming that the mark 
is intrinsically registrable. In such cases then, the 
opposer would be the indispensable party.’’ 


Then Judge Bastian continues with the following very 
pertinent remarks which are directly in point and clearly 
applicable to the present case: 


‘“‘The other type of opposition proceeding involves 
cases where, as here, a third party files objections to 
the registration of a mark on the ground that the mark 
is inherently nonregistrable. In such proceedings, 
the real parties in interest are the registrant and the 
Commissioner. The Commissioner does not sit as a 
referee between two contending parties, but, rather, as 
a party who represents the public interest. The op- 
poser is merely a portion of the public whose interests 
are represented by the Commissioner. Since the Com- 
missioner is the only duly authorized representative 
of the public, he is the indispensable party. 


‘‘Clearly, the purpose of Section 21 of the Lanham Act 
was to limit the number of proceedings in which the 
Commissioner must appear. The purpose seems to be 
to eliminate the Commissioner as a party im those cases 
where the Commissioner acted as a trier between two 
(or more) litigating parties. There is no longer, in 
such cases, any need for him to appear, although he 
may do so, if he wishes. Court proceedings are to be 
left to the real litigants. 


‘However, Congress did not intend that the Commis- 
sioner be relieved as a party where he is the party 
against whom redress is being sought; that ts, in cases 
which do not involve priority but, rather, matters per- 
taining to the registration as such.’’ (emphasis added). 


In the present case, the opposition was based on the 
ground that the mark sought to.be registered was de- 
scriptive or deceptively misdescriptive. This 1s a mat- 
ter that the Commissioner could have decided, even if 
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no opposition had been filed. The filing of the oppo- 
sition did not change the character of the hearing. It 
was merely filed as an aid to the Commissioner to help 
him to determine his findings. The proceeding before 
the Commissioner, in this case, should therefore be 
classed as ex parte. 


CONCLUSION 


Since the present action is not in the nature of an ‘‘inter- 
parties’’ proceeding or ‘‘interference’’ involving a ‘‘ques- 
tion of priority’’ as provided in 35 USC 146, the provision 
in See. 21 of the Lanham Act (15 USC 1071) that the 
‘‘Commissioner of Patents shall not be a necessary party 
to an inter-parties proceeding under 35 USC 146’’ is not 
applicable. 

On the contrary, the present action is, in effect, an ‘‘ex 
parte’’ proceeding, such as one seeking a patent or a trade- 
mark registration, therefore 35 USC 145 applies, instead, 
and the only party required to be sued is the Commissioner 
of Patents, as representing the general public. It should 
be particularly noted that Section 21 of the Lanham Act 
provides for appeal in trademark cases under both sections 
145 and 146 of Title 35 and makes separate reference, in 
the introductory sentence, to ‘‘a party to an interference 
proceeding”’ and to a ‘‘party to a cancellation proceeding,”’ 
thus indicating that they are different proceedings. Sec. 21 
states that the Commissioner shall not be a necessary party 
to an ‘‘inter-parties’’ proceeding ‘‘under 35 USC 146’’ (as 
distinguished from a proceeding (ex parte) under 35 USC 
145). 

The only issue in the present suit is the registrability 
of trademarks, that is, whether a decree should be entered 
authorizing the Commissioner to register certain trade- 
marks, therefore he should be made a party hereto. 

Since cancellation petitioners merely served as aids to 
the Commissioner in representing the general public, rather 
than themselves alone, they are clearly not indispensable 
parties,—or even necessary parties in the present suit. 
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And since the only issue involved in the present appeal 
is whether the Commissioner was justified in cancelling 
appellant’s registrations as allegedly involving descriptive 
marks incapable of distinguishing appellant’s goods or 
services, therefore which are unregistrable under the Lan- 
ham Act, the Commissioner is the only indispensable or 
necessary defendant. 

For the above reasons, appellant respectfully submits 
that the District Court erred in dismissing the complaint 
and should be reversed. 

In the event this Court should hold that cancellation 
petitioners must be joined as party defendants, appellant 
hereby reiterates its previous request to the District Court 
for leave to amend the complaint by adding such parties as 
co-defendants. 


Respectfully submitted, 


Wu1um J. Ruano, 
Attorney for Appelant. 
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APPENDIX 
15 USC 1071 
Trademark Act of 1946 


Sec. 21. Appeal to court and review by civil action; 


‘‘Any applicant for registration of a mark, party to 
an interference proceeding, party to an opposition pro- 
ceeding, party to an application to register as a lawful 
concurrent user, party to a cancellation proceeding, or 
any registrant who has filed an affidavit as provided 
in section 8, who is dissatisfied with the decision of the 
Commissioner may appeal to the United States Court 
of Customs and Patent Appeals or may proceed under 
35 United States Code, sections 145 and 146, as in the 
ease of applicants for patents, under the same condi- 
tions, rules, and procedure as are prescribed in the case 
of patent appeals or proceedings so far as they are ap- 
plicable: Provided, That any party who is satisfied with 
the decision of the Commissioner shall, upon the filing 
of an appeal to the Court of Customs and Patent Ap- 
peals by any dissatisfied party, have the right to elect 
to have all further proceedings under 35 United States 
Code, section 146, by election as provided in 35 United 
States Code, section 141. The Commissioner of Patents 
shall not be a necessary party to an inter-parties pro- 
ceeding under 35 United States Code, section 146, but 
he shall be notified of the filing of the bill by the clerk 
of the court in which it is filed and the Commissioner 
shall have the right to intervene in the action (15 U.S.C. 
1071), amended by sec. 2 of Public Law 593, 82d Cong., 
approved July 19, 1952, 66 Stat. 792).’’ (Emphasis 
added.) 


35 USC 145 AND 146 


Sec. 145 Civil Action to Obtain Patent 


An applicant dissatisfied with the decision of the Board 
of Appeals may, unless appeal has been taken to the United 
States Court of Customs and Patent Appeals, have remedy 
by civil action against the Commissioner in the United 
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States District Court for the District of Columbia if com- 
menced within such time after such decision, not less than 
sixty days, as the Commissioner appoints. The court may 
adjudge that such applicant is entitled to receive a patent 
for his invention, as specified in any of his claims involved 


in the decision of the Board of Appeals, a in the 
case may appear and such adjudicatior’shall authorize the 
Commissioner to issue such patent on ¢ ; with the 


requirements of law. All the expenses of the proceedings 
shall be paid by the applicant. (R.S. 4915; 35 U.S.C., 1946 
ed., 63). 


Sec. 146 Civil Action in Case of Interference 


Any party to an interference dissatisfied with the decision 
of the board of patent interferences on the question of 
priority, may have remedy by civil action, if commenced 
within such time after such decision, not less than sixty 
days, as the Commissioner appoints or as provided in 
section 141 of this title, unless he has appealed to the United 
States Court of Customs and Patent Appeals, and such 
appeal is pending or has been decided. In such suits the 
record in the Patent Office shall be admitted on motion of 
either party upon the terms and conditions as to costs, ex- 
penses, and the further cross-examination of the witnesses 
as the court imposes, without prejudice to the right of the 
parties to take further testimony. The testimony and ex- 
hibits of the record in the Patent Office when admitted shall 
have the same effect as if originally taken and produced in 
the suit. 

Such suit may be instituted against the party in interest 
as shown by the records of the Patent Office at the time of 
the decision complained of, but any party in interest may 
become a party to the action. If there be adverse parties 
residing in a plurality of districts not embraced within the 
same state, or an adverse party residing in a foreign coun- 
try, the United States District Court for the District of 
Columbia shall have jurisdiction and may issue summons 
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against adverse parties directed to the marshal of any 
district in which any adverse party resides. Summons 
against adverse parties residing in foreign countries may 
be served by publication or otherwise as the court directs. 
The Commissioner shall not be a necessary party but he 
shall be notified of the filing of the suit by the clerk of the 
court in which it is filed and shall have the right to inter- 
vene. Judgment of the court in favor of the right of an 
applicant to a pate a Sha authorize, the Commissioner to 
issue such patent on The : fhe Patent Office of a 
certified copy of the judgment ‘and on compliance with the 
requirements of law. (R.S. 4915; 35 U.S.C., 1946 ed., 63 
Act Mar. 3, 1927, ch. 364, 44 Stat. 1394 and Oct. 31, 1951, 
ch. 655, sec. 53a, 65 Stat. 728; 35 U.S.C., 1946 ed., 72a.) 
(emphasis added). 











PROCEEDINGS 


(Complaint filed March 22, 1957, Joseph W. Stewart Clerk) 





IN THE 
DISTRICT COURT OF THE UNITED STATES 
FOR THE DISTRICT OF COLUMBIA 


Civil Action No. 4082—’56 


Hans C. Bick, Inc. 
vs. 


Rosert C. Watson, CoMMISSIONER OF PaTENTS 


COMPLAINT 


Hans C. Bick, Inc., a corporation duly organized and 
existing under the laws of the Commonwealth of Pennsyl- 
vania and having its principal place of business at 410 
South 13th St., Reading, Pennsylvania, respectfully shows: 


1. That it is the owner of the trademark ‘‘NYLON- 
IZED,’’ which has been duly registered in the U. S. Patent 
Office as follows for the goods and services set forth: 


Trademark Registration No. 557,776 issued April 15, 
1952 for ‘‘women’s nylon hosiery,’’ (Supplemental Regis- 
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ter) ; Service Mark Registration No. 557,443 issued April 8, 
1952 ‘‘for the finishing of nylon and other woven or knit 
fabrics by applying an emulsified nylon finish coating 
thereon, such as type 8 nylon, while in a finishing bath, to 
make them moisture absorbent;’’ (Supplemental Register). 


2. That consolidated cancellation proceedings were 
brought on or about September 1952 by Scholler Brothers 
Ine., Collins & Westmoreland Streets, Philadelphia, Pa. 
(Cancellation No. 5951) ; Onyx Oil & Chemical Co., Warren 
and Morris Streets, Jersey City, New Jersey (Cancellation 
No. 5964) ; and W. F. Fancourt Co., 1541 Sanson St., Phila- 
delphia, Pennsylvania (Cancellation No. 5966). 


3. That on January 31, 1955 the Examiner of Inter- 
ferences recommended that registration Nos. 557,776 and 
557,443 be cancelled because of alleged descriptiveness. 
Upon a request for reconsideration by Hans C. Bick Inc., 
the Examiner, on March 14, 1955, adhered to his previous 
holding. 


4, That an appeal was taken to the Commissioner of 
Patents on April 12, 1955, and on August 8, 1956 the As- 
sistant Commissioner of Patents sustained the Examiner’s 
holding. A Petition for Reconsideration was filed on Sept. 
6, 1956 and denied on Sept. 12, 1956. 


5. In compliance with the provisions of 15 U.S.C. 1071 
and 35 USC 145, 146, plaintiff hereby petitions this Court 
for a decree, restraining the Commissioner of Patents from 
cancelling either of said registrations, inasmuch as such 
registrations fully comply with the provisions of the Lan- 
ham Trademark Act of 1946, particularly Sec. 23 thereof, 
since the registered trademarks are ‘‘capable of distin- 
guishing’’ registrant’s goods or services. 


WHEREFORE, plaintiff prays that the decision of the 
Assistant Commissioner of Patents be reversed, and for a 
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decree restraining the Commissioner of Patents from can- 
celling either of said registrations. 


Respectfully submitted, 


Hans C. Bicx, Inc. 

By WuuumM J. Ruano 
Its Attorney 

1530 Park Building 

Pittsburgh 22, Pa. 


also 


1019 Munsey Building 
Washington 4, D. C. 





October 9, 1956 
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HEARD BY JUDGE PINE ON JAN. 11, 1957 


Civil Action No. 4082—’56 


MOTION TO DISMISS 


Now comes the defendant, Robert C. Watson, Commis- 
sioner of Patents, and moves to dismiss the complaint in 
the above entitled civil action on the ground that the Court 
lacks jurisdiction over the parties and over the subject 
matter involved and because it appears from the face of 
the complaint that Scholler Brothers Inc., Onyx Oil & 
Chemical Co., and W. F. Fancourt Co. are parties indis- 
pensably necessary to a full and final adjudication of the 
controversy and none of them has been made a party here- 
to. 


An oral hearing is requested. 
Respectfully submitted, 


C. W. Moore 
Solicitor, 
U. S. Patent Office, 
Attorney for Defendant. 
November 29, 1956 


POINTS AND AUTHORITIES 


1. Plaintiff, Hans C. Bick, Inc., seeks to have this Court 
review the action of the Commissioner of Patents sustaining 
three petitions for cancellation of its Trademark Registra- 
tion No. 557,776 of ‘‘NYLONIZED”’ for women’s nylon 
hosiery, issued on April 15, 1952, on the Supplemental Reg- 
ister under the Trademark Act of 1946 and its Service Mark 
Registration No. 577,443 of ‘“NYLONIZED”’ for the finish- 
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ing of nylon and other woven or knit fabrics by applying 
an emulsified nylon finish coating thereon, issued on April 
8, 1952, on the Supplemental Register under the Trade- 
mark Act of 1946. The three petitions severally were 
brought by Scholler Brothers, Inc., Collins & Westmoreland 
Streets, Philadelphia, Pa.; Onyx Oil & Chemical Co., War- 
ren and Morris Streets, Jersey City, New Jersey; and W. 
F. Fancourt Co., Sanson Street, Philadelphia, Pa. 


2. Each of the cancellation proceedings in the Patent 
Office, out of which the present civil action arose, is plainly 
an inter partes proceeding and so is the civil action. The 
petitioners for cancellation, who are not residents of the 
District of Columbia, are necessary and indispensable 
parties to the civil action. The Commissioner of Patents 
is not a necessary party. The law contemplates that if a 
case is inter partes in the Patent Office, the Commissioner of 
Patents shall not be a party to the Court review unless he 
desires to intervene. 


35 U.S.C. 146 


15 U.S.C. 1071, as amended by see. 2 of Public Law 593, 
82nd Congress, approved July 19, 1952, 66 Stat. 792. 


Chris Laganas Shoe Company v. Watson, Commis- 
ovat of Patents et al., 95 U.S. App. D. C. 324, 221 F. 


Reviser’s Note to 35 U.S.C.A. 146, at Page 564, second 
column, second paragraph. 


3. The present civil action could and should have been 
brought against the petitioners for cancellation. Only they 
and the plaintiff have an interest in the outcome of the 
controversy. 


Respectfully submitted, 
C. W. Moors, 


Solicitor, U. S. Patent Office, 
Attorney for defendant. 








November 29, 1956 


Ihereby certify that two copies of the foregoing MOTION 
TO DISMISS and POINTS AND AUTHORITIES were 
mailed today to the attorney for the plaintiff, Mr. William J. 
Ruano, 1019 Munsey Building, Washington 4, D. C. 


C. W. Moors, 
Solicitor. 
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ENTERED AND DOCKETED JAN. 18, 1957 


CIVIL ACTION NO. 4082-56 


ORDER 


This case came on to be heard at this term on Motion to 
Dismiss filed by the defendant, Robert C. Watson, Commis- 
sioner of Patents, and upon consideration thereof, it is this 

day of January, 1957 


ORDERED that the said motion be and it is hereby 
granted and that the complaint be and it is hereby dis- 
missed. 

Pine, J. 
Judge. 


APPROVED AS TO FORM: 


Wun J. Ruano 
Attorney for Plaintiff 








BRIEF FOR APPELLEE WATSON 








United States Court of Appeals 


DISTRICT OF COLUMBIA CIRCUIT Uxitec States Court of Arye’ 
Fer the 
District of Columbia Circutt 


rolib 1957 
APPEAL No. 13,763 oe ‘ 
Set U), leuk” 
HANS C. BICK, INC., APPELLANT, \“-~< .> 


CEERK 
Vv. 
ROBERT C. WATSON, COMMISSIONER OF PATENTS, 
APPELLEE 


Appeal from the Judgment of the United States 
District Court for the District of Columbia 





CLARENCE W. MOORE, 
Solicitor, 
United States Patent Office, 
Attorney for Appellee. 
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Appeal No. 13,763 


STATEMENT OF QUESTION PRESENTED 


In the opinion of appellee, the question presented 
by this appeal is: 


Does the District Court have jurisdiction of a suit 
(under Section 21 of the Trademark Act of 1946) 
against the Commissioner of Patents by the holder 
of a trademark or service mark registration on the 
Supplemental Register (established under Section 23 
of the same act) to prevent cancellation of the regis- 
tration pursuant to a decision of the Commissioner 
of Patents on an appeal from a decision of the Ex- 
aminer of Interferences in a cancellation proceeding 
(under Section 24 of the same act) where the de- 
cisions do not involve the grounds of Sections 8(a) 
and 8(b) of the act. 
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Anited States Court of Appeals 


DISTRICT OF COLUMBIA CIRCUIT 


APPEAL No. 13,763 
HANS C. BICK, INC., APPELLANT, 


Vv. 


ROBERT C. WATSON, COMMISSIONER OF PATENTS, 
APPELLEE 


Appeal from the Judgment of the United States 
District Court for the District of Columbia 


BRIEF FOR APPELLEE 


COUNTER-STATEMENT OF THE CASE 


This is an appeal from an Order (App. 10) of 
the United States District Court for the District of 
Columbia, granting defendant’s motion to dismiss 
the complaint (App. 7). 

Appellant is the holder of Trademark Registration 
No. 557,776, of “Nylonized” for women’s nylon ho- 
siery and Service Mark Registration No. 557,448, of 
“Nylonized” for the finishing of nylon and other wo- 
ven or knit fabrics by applying an emulsified nylon 
finish coating thereon, such as type 8 nylon, while 


(1) 
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in a finishing bath, to make them moisture absorbent 
(App. 4). Both registrations were issued on the 
Supplemental Register of Section 23 of the Trade- 
mark Act of 1946 (15 U.S.C. 1091). 

Each of three companies, Scholler Brothers, Inc., 
W. F. Fancourt Co., and Onyx Oil & Chemical Co., 
petitioned to cancel both registrations on the ground 
that “Nylonized” is wholly without trademark sig- 
nificance and is incapable of performing a trade 
or service mark function. On a single record on 
behalf of the petitioners, the Examiner of Interfer- 
ences granted the petitions to cancel. On appeal, 
the Commissioner, on the basis of the evidence in 
the record, affirmed the decision of the Examiner of 
Interferences as to the pleaded ground as to the 
service mark, and, without reversing the Examiner 
of Interferences as to the pleaded ground as to the 
trademark, added the ground that the record showed 
the registrant had not used the term “Nylonized” 
as a trademark and was not entitled to register the 
word at the time it filed its application. The decision 
of the Commissioner is reported at 110 USPQ 431 
under the title of Scholler Bros., Inc. v. Hans C. 
Bick, Inc. 

Appellant then duly commenced the present civil 
action, naming only the Commissioner of Patents 
as defendant. The Commissioner filed a motion to 
dismiss, for, inter alia, lack of jurisdiction over the 
parties, the Commissioner particularly maintaining 
that he is not a necessary party. The motion was 
granted and this appeal followed. 








SUMMARY OF ARGUMENT 


1. The Commissioner’s decision sought to be re- 
viewed in this civil action involved no ground for ex 
parte cancellation of appellant’s registrations. 

2. A civil action arising from a cancellation pro- 
ceeding in the Patent Office is inter partes under 35 
U.S.C. 146 and does not involve the Commissioner 
either as a necessary or as an adverse party. 


ARGUMENT ; 
Distinction Between Commissioner’s Ex Parte Powers To 
Deny Registration and To Cancel Registration | 
In the Patent Office, when an application for regis- 
tration of a trademark or of a service mark on the 
Principal Register is filed, it is examined by the 


Examiner of Trademarks on an ex parte basis under 
Sections 12(a) and 12(b) of the Trademark Act 
of 1946 (15 U.S.C. 1062a and 1062b) to determine 
whether the mark is or is not registerable under 
Section 2 or Section 3 (15 U.S.C. 1052, 1053). If 
the examiner holds that applicant is not entitled to 
registration, an appeal lies to the Commissioner, 
and, in turn, there is recourse to the courts under 
Section 21 (15 U.S.C. 1071). If the court remedy 
from the ex parte proceeding is by civil action, it 
must be under Section 21 and 35 U.S.C. 145. 

If the Examiner of Trademarks considers a mark 
entitled to registration on the Principal Register, 
and there is no occasion for declaring an interference 
with another application or registration, it is pub- 
lished in the Official Gazette of the Patent Office. 
Within thirty days of such publication, any person 
who believes that he would be damaged by the reg- 
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istration of the mark upon the Principal Register 
may file a notice of opposition under Section 13 (15 
U.S.C. 1063). The opposition proceedings are con- 
ducted before the Examiner of Interferences. As 
in the ex parte examination of the application, the 
ultimate question is whether or not the applicant is 
entitled to registration of its mark. Thus, on any 
issue under Sections 2 or 3, the ex parte examination 
may be favorable to registration, while a subsequent 
opposition proceeding on the same issues and on the 
same or different evidence may result in a decision 
denying registration. 

Applications for registration of trademarks or 
service marks on the Supplemental Register of Sec- 
tion 238 (15 U.S.C. 1091) are similarly examined 
for compliance with the requirements of that section, 
one of which is that the marks, which may in some 
degree be descriptive, be capable of distinguishing 
the applicant’s goods or services. If any such mark 
is denied registration, the appeal remedies are the 
same as for Principal Register applications. If an 
applicant is found entitled to a Supplemental Regis- 
tration, the mark is not subject to opposition and is 
not published in the Official Gazette until after reg- 
istration. 

All registrations of trademarks or service marks, 
regardless of register, may be cancelled by the Com- 
missioner without registrant’s consent on an ex 
parte basis only under Sections 8(a) and 8(b) of 
the Act (15 U.S.C. 1058a and 1058b). Otherwise 
the Commissioner is authorized to cancel registra- 
tions on the Principal Register without registrant’s 





consent only as the result of an inter partes cancel- 
lation proceeding or an inter partes interference pro- 
ceeding and to cancel registrations on the Supple- 
mental Register without registrant’s consent only as 
the result of an inter partes cancellation proceeding 
under Section 24 (15 U.S.C. 1092). In all cancel- 
lation proceedings, the petitioner for cancellation 
must show that he is damaged by the registration. 


The Commissioner’s Decision Involved No 
Ground For Ex Parte Cancellation 

The Commissioner’s decision which is the basis of 
the present civil action involved only the grounds of 
1) the mark’s ineapability of distinguishing regis- 
trant’s services and alleged goods, and 2) lack of 
trademark use, indicative that registrant was not en- 
titled to register its trademark at the time of its 
application for registration. These are obviously 
grounds other than those of Sections 8(a) and 8(b) 
and are not grounds which could be the basis for 
ex parte cancellation of the registrations by the Com- 
missioner without registrant’s consent. It follows 
that the grounds of the Commissioner’s decision in- 
volved in this civil action could in no reasonable 
manner be construed as an ex parte basis for can- 
cellation of a registration. The fact that these 
grounds could have been the basis for ex parte de- 
nial of registration in an application is, of course, 
irrelevant to the question of authority to cancel ex 
parte an existing registration. 

This Court in the ease of Chris Laganas Shoe 
Company Vv. Watson, 95 U. S. App. D. C. 324, 221 
F.2d 881, specifically indicated disagreement with 
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Gold Seal Co. v. Sawyer, 106 F. Supp. 494, a case 
involving an opposition proceeding. However, ap- 
pellant in its brief not only continues to press the 
overruled Gold Seal theory of jurisdiction based on 
a distinction of issues in an opposition proceeding 
rather than on the inter partes nature of the pro- 
ceeding per se, but mis-applies the theory to a can- 
cellation proceeding which, as demonstrated above, 
does not have the parallel ex parte issues of an op- 
position proceeding. 

A Civil Action Arising From A Cancellation Proceeding Is 

Inter Partes Under 35 U.S.C. 146 and Does Not 


Involve the Commissioner Either As a 
Necessary Or An Adverse Party 


Section 21 of the Trademark Act of 1946 states 
that the “Commissioner of Patents shall not be a 
necessary party to an inter partes proceeding under 
35 United States Code, Section 146.” In the Laganas 
case, supra, this Court held that a suit arising out 
of an opposition proceeding in the Patent Office is 
plainly an inter partes proceeding, and that in such 
a suit the Commissioner is neither a necessary party 
nor an adverse party. If a suit arising out of an 
opposition proceeding in the Patent Office is plainly 
an inter partes proceeding, a suit arising out of a 
cancellation proceeding is equally plainly an inter 
partes proceeding in which the Commissioner is 
neither a necessary nor an adverse party. 

Appellant, however, contends (Brief, page 8) that 
the above-quoted language of Section 21 applies only 
to a case in the nature of an interference between 
rival claimants for a trademark registration involv- 














ing a question of priority. It is submitted that this 
is an unreasonably strained construction of the lang- 
uage of the statute. Section 21 clearly is intended to 
mean that from a decision of the Commissioner in a 
Patent Office ex parte trademark proceeding there 
is a remedy by civil action against the Commissioner 
under 35 U.S.C. 145, and that from a decision of 
the Commissioner in a Patent Office inter partes 
trademark proceeding there is a remedy by civil ac- 
tion under 35 U.S.C. 146 with the Commissioner be- 
ing neither a necessary nor an adverse party. ! 

In appellant’s brief (page 6) it is stated that j in 
the Laganas case, supra, “the contest was in the na- 
ture of an ‘interference’ proceeding since it involved 
a ‘question of priority’ as to which of the parties 
was the first user of the mark as well as the ques- 
tion of confusing similarity between the two trade- 
marks.” The Laganas case involved an opposition, 
not a cancellation proceeding. The Commissioner’s 
decision in Brown Shoe Company, Inc. v. Chris 
Laganas Shoe Co., as reported at 100 USPQ 146, 
clearly indicates that the opposition was based on the 
statutory ground of likelihood of confusion with a 
registered mark (a ground available to the Ex- 
aminer of Trademarks in his ew parte examination), 
that no evidence was taken by either party, and that 
there was no issue of priority of use of the marks 
involved. 


Practical Considerations 
Petitioners for cancellation in this case are the 
only necessary and indispensable defendants. As 
petitioners, they have had to show damage to them- 
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selves by the continuing registration of the mark 
involved. If the registrations are not cancelled and 
if petitioners use the term “nylonized’”’ descriptively, 
as they claim they rightfully may, they could be sub- 
jected to infringement suits based on those registra- 
tions. Moreover, each ground of the Commissioner’s 
decision was based on evidence produced in the can- 
cellation proceeding and not available to the Examin- 
er of Trademarks when he examined the applications 
prior to registration of the marks. Where, as here, 
the parties to a Patent Office inter partes trademark 
case produce the significant evidence which becomes 
the basis for the Commissioner’s decision, it is only 
fair and proper that they should have the right to 
defend that evidence in a civil action where additional 


evidence may he introduced by an opponent. The 
parties are in a far better position than the Com- 
missioner to produce such additional evidence as is 
necessary to offset any evidence added in the civil 
action by an opponent. 


CONCLUSION 


For the reasons given it is submitted that the ac- 
tion of the District Court in dismissing the com- 
plaint was clearly correct and should be affirmed. 


Respectfully submitted, 


CLARENCE W. MOORE, 
Solicitor, 
United States Patent Office, 
Attorney for Appellee 
June, 1957 Watson. 
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Gnited States Court of Appeals 


FOR THE DISTRICT OF COLUMBIA CIRCUIT 


APPEAL No. 13763 


Hans C. Bick, INc., APPELLANT 
Vv. 
Rosert C. Watson, CoMMISSIONER OF PATENTS, 
APPELLEE 


APPEAL FROM THE JUDGMENT OF THE UNITED STATES DISTRICT 
COURT FOR THE DISTRICT OF COLUMBIA 


PETITION FOR REHEARING OF THE MATTER DECIDED 
JANUARY 21, 1958 
The appellee, Robert C. Watson, ieee 
of Patents, requests rehearing respecting the decision 
rendered by this Court in the above-identified appeal 
on January 21, 1958. The grounds of appellee’s peti 
tion for rehearing are: 

J. The decision is contrary to the =e 
provision in Section 21 of the Trademark ‘Act 
of 1946, as amended, 15 U. S. C. 1071, that “The 
Commissioner of Patents shall not be a néces- 
sary party to an intcr partes proceeding under 
35 United States Code, section 146 * * *.’’ 

II. The decision runs counter to the intend- 
ment of Congress in inserting the provision in 
15 U. S. C. 1071 that “The Commissioner of 
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Patents shall not be a necessary party to an 
inter partes proceeding under 35 United States 
Code, section 146 * * *.”’ 

III. The decision is inconsistent with the 
construction given by this same Court in Chris 
Laganas Shoe Company v. Watson, 95 U. S. 
App. D. C. 324, 221 F. 2d 881, to the provision 
in 15 U. S. C. 1071 that “The Commissioner of 
Patents shall not be a necessary party to an 
inter partes proceeding under 35 United States 
Code, section 146 * * *.” 
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Although appellant did not join as parties defend- 
ant the three corporations which, in the Patent Office, 
petitioned to cancel appellant's registrations and were 
involved with it in cancellation proceedings, appellant 
did purport (App. 7, Paragraph 5) to bring its com- 
plaint under 35 U. S. C. 146, as well as under 35 


U. S. C. 145. Section 21 of the Trademark Act of 
1946, as amended, 15 U. S. C. 1071, to which appel- 
lant’s complaint makes further reference, specifies 
that “The Commissioner of Patents shall not be a 
necessary party to an inter partes proceeding under 
35 United States Code, section 146 * * *.”? That 
provision contains no exceptions or qualifications. It 
makes no distinction between ex parte and inter partes 
issues such as that upon which this Court (Opinion, 
page 5, final paragraph) apparently hinges its de- 
cision of January 21, 1958. The simple meaning of 
the provision is that the Commissioner of Patents is 
never a necessary party to a civil action seeking re- 
view of a trademark proceeding that was inter partes 
in the Patent Office. 
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Tne quoted provision of Section 21 would be mean- 
ingless unless it referred to a proceeding inter partes 
in the Patent Office. All proceedings under that sec- 
tion and 35 U. 8. C. 145 and 146 necessarily are inter 
partes in the federal district courts, even if the Com- 
missioner of Patents is the sole defendant. Hence, 
to reiterate, the clear and obvious meaning of the 
provision is that if there were opposing parties in 
the Patent Office, the civil action shall involve the 
same parties and shall not include the SSanSSIo 
unless he elects to intervene. 

There may, under 15 U. S. C. 1071, be court re- 


view of Patent Office inter partes trademark decisions 
both in the federal district courts and in the United 
States Court of Customs and Patent Appeals. Where 
relief from such inter partes decisions is sought by 
appeal to the Court of Customs and Patent Appeals, 
the Commissioner of Patents is never a party, even 
though the sole issue be descriptiveness of the mark 
involved, a common ex parte ground for refusing reg- 
istration of a mark. Two inter partes cancellation 
proceedings in point here are Andrew J. M cPartland, 
Ine. v. Montgomery Ward & Co., Inc., 35 CCPA 802, 
164 F. 2d 603, and Rand McNally & Co. v. Christmas 
Club, a Corp., 44 COPA 861, 242 F. 2d 776. 3 
To state the matter differently, where a ground for 
refusing registration of a trademark, or for cancelling 
an issued trademark registration, is passed upon inter 
partes in the Patent Office, it is reviewable in the 
same inter partes manner on appeal to the Court of 
Customs and Patent Appeals. The remedies of ap- 
peal to the Court of Customs and Patent Appeals and 
of civil action are alternative and mutually exclusive. 
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Hemphill Co. v. Coe, 74 App. D. C. 123, 121 F. 2d 897. 
Congress could hardly have intended that the Com- 
missioner should not be a party at all if an iter 
partes Patent Office decision were reviewed by the 
Court of Customs and Patent Appeals, but should be 
a necessary party if the identical issue were reviewed 
in a civilaction. The parties in the civil action should 
be the same as in the alternative appeal, and it was 
to make that fact plain that the present wording of 
Section 21 of the 1946 Act was adopted. 

If the petitions for cancellation in the case at bar 
had been dismissed in the Patent Office, the petition- 
ers for cancellation could have appealed or commenced 
a civil action under Section 21. In such appeal or 
such civil action, the issues would have been exactly 
the same as appellant seeks to make out in the present 
case. In such appeal or such civil action, however, 
the issues could not have been regarded as ex parte, 
since the registrant (appellant) and the Patent Office 
would be on the same side and there could be no con- 
test except for the appearance of the petitioners for 
cancellation. Manifestly, an issue cannot be an ex 
parte matter if decided in favor of one party and an 
inter partes question if decided in favor of the other. 

The tnter partes nature of the cancellation proceed- 
ings in the Patent Office was emphasized in appellee’s 
Brief on Appeal (Pages5 and 6). As there indicated, 
the decision of the Commissioner afforded no basis for 
ex parte cancellation of the registrations in issue. As 
there further indicated, the registrations, on the Sup- 
plemental Register, could be cancelled without regis- 
trant’s consent (inaction by registrant under 15 
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U. S. C. 1058a and 1058b, aside) only as the result 
of an inter partes cancellation proceeding under Sec- 
tion 24 of the Trademark Act, 15 U.S. C. 1092. © 


II 


» The provision in Section 21 of the Trademark Act 
of 1946, as amended, 15 U. 8. C. 1071, that “The Com- 
missioner of Patents shall not be a necessary party 
to an inter partes proceeding under 35 United States 

o Code, section 146 * * * ,” in the form, “The Com- 





















missioner of Patents shall not be a necessary party 
2 to an inter partes proceeding under Revised Statutes 
sa: 4915, * * *.” was inserted for the purpose of resolving 
. uncertainty which had arisen as the result of con- 
‘. flicting decisions of the present Court and other circuit 
; courts of appeal and to have the civil action in con- 
+ tinuation of inter partes proceedings in the Patent 

Office retain the inter partes character of the pro- 
: ceedings in the Patent Office. So much clearly is 






indicated by the discussion which accompanied its 
insertion. That discussion, appearing on page 31 of 
the hearings, held November 15 and 16, 1944, before 
a subcommittee of the Committee on Patents of the 
United States Senate, 78th Congress, second session, 
on H. R. 82, is as follows: 


Mr. Fennine. Section 21 of the bill, bei 
| ning on page 20, provides for Revised Statutes 
ro 4915 suits with respect to trade-marks and 
provides that when an application is filed in the 
Patent Office and is rejected or is opposed or is 
















x involved in interference or there is a request 
Bs for cancellation after it is registered, the Patent 
+ Office acts in the proceedings, and any party 
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who is dissatified with the Patent Office action 
may take an appeal to the Court of Customs 
and Patent Appeals or may institute a new suit 
under Revised Statutes 4915. 

We do not know now who is the defendant in 
the suit. If it is an interparty suit one com- 
pany is contesting another in the Patent Office. 
Under some circumstances the courts seem to 
indicate that instead of one party suing the 
other party, one party sues the Commissioner 
of Patents and the other party drops out en- 
tirely. That is not taken care of by this bill. 

I have before me and would like to put into 
the record, if you will allow me, a short article 
which appears in the Journal of the Patent 
Office Society for October 1944, at page 664. 
It is entitled “Court Proceedings Based on 
Patent Office Oppositions and Cancellations.” 

Senator PEprer. The article will be received 
and carried right after your statement, so that 
we will have it all together. You may submit 
it to the reporter. 

Mr. Fenninc. You will see that the author, 
who has made a pretty careful examination of 
the cases, comes up with an indefinite idea as to 
who can be sued; and that is largely because the 
Commissioner of Patents, who has to do with 
registration, by some of the courts is looked 
upon as a necessary party to litigation. 

Let me say that the Commissioner of Patents 
has asked to have cases dismissed under certain 
circumstances. It seems to me that that can 
be entirely taken care of if we will place at the 
end of section 21 a provision to the effect that 
the Commissioner of Patents shall not be a 
necessary party but shall be notified by the clerk 
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of court and shall have the right to intervene. 

In other words, if the Commissioner of Pat- 
ents feels that in a private litigation it is nec- 
essary to protect the public interest he should 
be allowed to do it, but he should not be dragged 
in in every instance. 

As to the question of jurisdiction, if the Com- 
missioner of Patents is a necessary party he can 
be sued only in the District of Columbia. We 
tried to sue in the District of Columbia, and 
when we made a mistake the court has thrown 
us out, and then it is too late to sue somewhere 
else. We sue in one of the other courts, and 
the defendant says, “No; the Commissioner of 
Patents should be a party,” and the court says 
that we cannot bring him in here, and we lose 
all our rights. 

It seems to me that the committee sheulla 
straighten out that particular matter. | 

Senator Pepper. Let us take these things up 
as we go along. Is there any objection to this 
proposal? Has the Assistant Commissioner of 
Patents any objection? 

Mr. Frazer. The Patent Office is in favor 
of it. 

Senator Prrrrr. Is there any objection to 
the proposal? [No response. ] 

Suppose we dispose of these things as we go 
along. Let us make a note there that, no objec- 
tion appearing, it seems that this is a desirable 
amendment. 

ITI 


‘This Court in its decision in Chris Laganas Shoe 
Company v. Watson, supra, took pains to point out 
that that suit “which arose out of an opposition pro- 
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ceeding in the Patent Office’? was “plainly an inter 
partes proceeding.’? By the same token the instant 
suit, which arose out of a cancellation proceeding in 
the Patent Office, is plainly an enter partes proceeding, 
with indispensable parties missing. This Court em- 
phasized in footnote 2 to its decision in the Laganas 
ease that jurisdiction of the district court was to be 
tested by the character of the proceedings (not issues) 
in the Patent Office. As the Court there stated, “a 
Patent Office proceeding in which there are opposing 
parties, and a resulting suit, is not an ez parte pro- 
ceeding.”’ 

In disagreeing with the decision of the District 
Court, D. C. in Gold Seal Co. v. Sawyer, 106 F. 
Supp. 494, cited’ in said footnote, this Court would 
appear to have recognized that the statute, 15 U.S. C. 
1071, refers to an inter partes proceeding and not to 
an inter partes issue. That cited decision of the 
lower court undertook to fix jurisdiction on the basis 
of the issues involved, rather than on the nature 
of the proceeding in which they were raised. A ruling 
of the District Court for the Eastern District of 
Pennsylvania, reported at 23 F. Supp. 705, based on 
substantially the same reasoning as said Gold Seal 
decision was overturned by the Third Cireuit Court 
of Appeals in Century Distilling Company v. Contt- 
nental Distilling Company, 106 F. 2d 486. 

Section 21 of the 1946 Act was also interpreted by 
this Court in Gardel Industries v. Kingsland, 85 U. 8. 
App. D. C. 414, 178 F. 2d 974, and there held to 
mean that the Commissioner is not a necessary party 
in cases like the one at bar. There this Court said: 


9 


We held in Barron-Gray Packing Co. v. 
Kingsland [84 U. 8S. App. D. C. 28, 171 F. 2d 
576] that under the prior act an applicant for 
a trade-mark could proceed in the District of 
Columbia against the Commissioner of Patents 
alone, since he was the necessary party. Sec- 
tion 21 of the new act clearly provides that the 
Commissioner of Patents is not a necessary 
party in this type of proceeding. Since there 
must be at least one defendant in an inter 
partes proceeding, it follows that the opposer is 
a necessary party under the new act. 


CONCLUSION 


It is submitted that, for the foregoing reasons, the 
decision of this Court on this appeal, rendered Janu- 
ary 21, 1958, is in error, and there accordingly should 
be a rehearing of the matter. 

Respectfully submitted. 


CLARENCE W. Moore, 
Solicitor, United States Patent Office, 


Attorney for Appellee Watson. | 
JANUARY 1958. ! 


ALTERNATIVE PETITION FOR REHEALING IN BANC 


The appellee, Robert C. Watson, Commissioner of 
Patents, respectfully petitions the United States 
Court of Appeals for the District of Columbia Cir- 
euit to grant a rehearing 7m banc on this appeal. 

The question of jurisdiction presented by this ap- 
peal is an extremely important one from the stand- 
point of the Patent Office and the administration of 
the trademark law. It, moreover, is a question which, 
as indicated by the following prior decisions of this 
Court, is regularly recurring. 

Gardel Industries v. Kingsland, 85 U. S. App. 
D. C. 414, 178 F. 2d 974. 

Continental Distilling Corporation v. Old Char- 
ter Distillery Co., 88 U. S. App. D. C. 73, 
188 F. 2d 614. 

Gold Seal Co. v. Marzall, 88 U. S. App. D. C. 
376, 190 F. 2d 290. 

Chris Laganas Shoe Co. v. Watson, 95 U. S. 
App. D. C. 324, 221 F. 2d 881. 

The accompanying Petition for Rehearing points 
out fully what are the matters raised by this appeal. 
In the interests of brevity, it is requested that that 
discussion be regarded as incorporated herein by 
reference. As there indicated, the matters need de- 
termination in a manner to furnish sure guidance to 
trademark practitioners seeking review of Patent 
Office decisions by civil action, a need admirably 
grasped by Circuit Judge Fahy, in his strong and 
eloquent dissent. 
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It is hereby certified that the foregoing Petition 
for Rehearing and this Petition for Rehearing in 
Banc are presented in good faith and not for eelay 

Respectfully submitted. 

CLARENCE W. Moore, 
Solicitor, United States Patent Office, 
Attorney for Appellee Watson. 
JANUARY 1958. : 
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United States Court of Appeals 


FOR THE DISTRICT OF COLUMBIA CIRCUIT 


APPEAL NO. 13,763 


HANS C. BICK, INC., Appellant 
Vv. 


ROBERT C. WATSON, Commissioner of Patents, 
Appellee 


Appeal from the Judgment of the United States District 
Court for the District of Columbia 


ANSWER TO PETITION FOR REHEARING 


Little can be added to the eminent, logically 
reasoned opinion of the Court. As the Court points out, 
it would be pointless for appellant to sue only petitioners, 
(against whom it has no complaint) and Congress did 
not so intend. 


The only complaint involved in this case is against 
the Commissioner for holding that the registered marks 
do not comply with statutory requirements. Therefore, 
the Commissioner alone, and not third parties, should 
defend the present appeal which seeks merely to restrain 
the Commissioner from cancelling the registrations on 
this ground alone. 


Sec. 21 of the Trademark Act provides: 
“The Commissioner of Patents shall not be a neces- 
sary party to an inter partes proceeding under 35 
United States Code, section 146”. (emphasis added) 








Answer to Petition for Rehearing. 


The Commissioner overlooks or disregards two im 
portant limitations which are not applicable to th 
instant case, namely, that the proceeding must be a 
“inter partes” one and that it comes under the provision 
of “Sec. 146” only (and not Sec. 145). This definitel: 
clarifies the meaning of “inter partes proceeding”, sinc 
it refers to the kind of proceeding set forth in Sec. 14€ 
namely an interference proceeding on the question o 
priority. Sec. 146 starts out with the wording: “An 
party to an interference dissatisfied with the decision o 
the board of patent interferences on the question o 
priority + + a 


In short, the provision in Sec. 21 that the Commis 
sioner shall not be a necessary party, does not apply t 
the instant case since it is not an “inter partes” proceed 
ing in the nature of an interference proceeding on th 
question of priority, under Sec. 146. Instead, it is 
“ex parte” proceeding under Sec. 145, therefore th 
Commissioner is the only defendant, as this sectio 
specifically provides. 


The intent of Congress is clear from not only 
above mentioned wording and analysis of Sec. 21, b 
from statements made by the proponent of the bill, 
Fenning in Congressional hearings, quoted on page 
Petition for Rehearing. The meaning of “inter parte 
is apparent from Mr. Fenning’s statement 

“We do not know now who is the defendant in 
suit. If it is an inter party suit one company 
contesting another in the Patent Office’. 

This clearly shows what Congress meant by 
“inter partes proceeding’’, namely one in which one p 
is in a contest with another in the Patent Office on 
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Answer to Petition for Rehearing. 


question of priority. There is no “contest” between 
appellant and petitioners in the instant suit. 


Then Mr. Fenning goes on with further statements 
that seem to be clearly applicable to the circumstances of 
the present case: 

“Under some circumstances the courts seem to indi- 
cate that instead of one party suing the other party, 
one party sues the Commissioner of Patents and the 


other party drops out entirely. That is not taken 
care of by this bill.” 


Then, after commenting on circumstances in which 
the Commissioner should not be a necessary party but 
should have the right to intervene, Mr. Fenning states 
(page 7, Petition for Rehearing) : 

“In other words, if the Commissioner of Patents feels 
that in a private litigation it is necessary to protect 
the public interest he should be allowed to do it, but 


he should not be dragged in in every instance.” 
(emphasis added) 


Obviously, the present suit is not a “private” litiga- 
tion between parties, as in the case of an interference or 
opposition proceeding wherein the main issue is priority 
of use a6 a trademark as between two private parties. 
Obviously, in such cases the Commissioner is not a neces- 
sary party since any other tribunal is well equipped to 
hear conflicting evidence of opposing parties concerning 
matters involving priority of use of a trademark. 


Instead, the instant suit is a private litigation 
between the appellant and Commissioner. 
The instant case is similar to one in which a com- 


pany, upon learning that a competitor is applying for a 
patent on a competitive device, calls the attention of the 





Answer to Petition for Rehearing. 


Examiner to a prior anticipating patent in an attempt to 
prevent issuance of a patent. If the applicant is dissatis- 
fied with the rejection of the application on the patent, 
the intervening company is certainly no party to an 
appeal to the Commissioner or to the Courts on the 
question of whether the Commissioner’s action in reject- 
ing the application on this prior patent was sound. This 
is obviously an “ex parte” matter, even though there is, 
in a sense, an inter-parties strife to prevent issuance of 
an invalid patent. 


The old cases cited by the Commissioner, decided 
prior to the 1952 codification of Title 35, are not deemed 
to be pertinent to the question of Congressional intent. 


For the reasons clearly pointed out by the Court, the 
present case is not similar to the Chris Laganas Shoe 
Co. case, previously decided by this Court, which was a 
“private” contest between two “contesting” parties, as 
to which had prior trademark rights and whether a 
trademark is confusingly similar to a prior used, regis- 
tered trademark. 


Judge Fahy’s dissenting opinion is not deemed to be 
in harmony with the actual wording of Sec. 21, in the 
light of the above analysis and in the light of Congres- 
sional intent as evidenced by statements made in the 
Congressional hearings. 


His suggestion that a “more easily followed rule” 
is to permit proceedings to retain the character they did 
in the Patent Office would certainly require the Commis- 
sioner to be a party to the present suit. And since 
petitioners are privileged to intervene, the character of 
the present suit could be the same. 





Answer to Petition for Rehearing. 


The paramount consideration in this case should 
be that of defining the real issue on appeal and the proper 
parties to contest such issue. 


Neither the wording of Sec. 21, nor the intent of 
Congress, nor plain logic supports the view that third 
parties should be a substitute for the Commissioner to 
defend actions involving solely the question of whether 
registered trademarks meet statutory requirements. 
The Commissioner should fight his own battles and 
should justify his own actions. Otherwise, there could 
be as many different ideas concerning statutory require- 
ments as the number of third parties that are entrusted 
to argue this question in numerous different cases, which 
surely was never intended by Congress. 


The Opinion of the Court is sound and in harmony 
with the excellent opinion of Judge Bastian in the Gold 
Seal case quoted on page 7, Appellant’s Brief. There- 
fore, there appears to be no sound reason for a rehear- 
ing in banc. 





Conclusion. 


CONCLUSION 


Summarizing, the provision in Sec. 21 that the Com- 
missioner shall not be a necessary party applies only to 
“inter partes” proceedings under “Sec. 146,” that is, 
proceedings in the nature of interference proceedings 
on the question of priority. Or, in the words of the 
proponent of this bill in Congressional hearings, the 
Commissioner is not a necessary party when one com- 
pany is “contesting” another in a “private” litigation 
(i.e., one involving the question of priority). 


For the above reasons, the decision of this Court 
rendered January 21, 1958 is correct and the petition 
for rehearing should be denied. 


Respectfully submitted, 


WILLIAM J. RUANO 


Attorney for Appellant 
February 11, 1958 
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